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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election with traverse of Group II, claims 2-17, 19, 21 and 23 in the reply 
filed on 8/13/2007 is acknowledged. The traversal is on the ground(s) that search of invention I 
would not be a serious burden to the examiner. This is not found persuasive because prior art 
anticipating claims of invention I would not necessarily render obvious the claims of invention 
II. The additional search would be a serious burden to the examiner. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 2-17, 19, 21 and 23 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The claims are confusing and unclear. 

a) In claim 2 what is meant by "a regeneration step"? Is the regeneration step actually the 
step of heating the ammonium salt by-products to a temperature > 150° C? 

b) In claim 5 it is unclear what compounds fall under the general formula X-N-Y because 
the formula doesn't account for all substituents. For example the formula Si-N-Si would require 
additional substituents on the silicon and nitrogen atoms to be a compound. 

c) In claim 6 it is unclear how the general formula (I) further limits the general formula 
X-N-Y of claim 5. 
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d) In claims 21 and 23 the phrase "the first reaction step" lacks antecedent basis. 
Applicant is required to make the appropriate corrections. 

Claim Rejections - 35 USC§ 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 2-5 are rejected under 35 U.S.C. 102(b) as being anticipated by Hey (EP 636704). 
The instant claims are drawn to removing ammonium salts formed in a reaction by heating the 
ammonium salts to a temperature > 150° C. Hey discloses this step is example 1. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 2-17, 19, 21 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hey (EP 636,704). 

The instant claims are drawn to removing ammonium salts formed as by-products by 
heating the ammonium salts to a temperature > 150° C. The dependent claims more specifically 
defined the processes in which the ammonium salts are formed as by-products. Please note that 
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the essence of the claimed invention is that ammonium salts are removed in the gaseous form 
before they are deposited as unwanted by-products in the reaction process. 

Hey teaches that it was known, prior to this application being filed for a patent, that 
ammonium salts which were formed as by-products could be removed in the gaseous form. Thus 
the instant claims differ from the prior art by being directed to the removal of ammonium salts, 
which are formed as by-products in processes not explicitly shown in Hey. 

This difference is found not to be patentable since it would have been obvious for a 
skilled artisan at the time that applicant's invention was made to have used the technique of Hey 
in other processes where it was recognized that ammonium salts were unwanted by-products. 
The claims are obvious because the design incentive provides a reason to make an adaptation and 
the invention resulted from application of the prior knowledge in a predictable manner. The 
market forces clearly dictate that a skilled artisan would desired to remove unwanted by-products 
in an efficient and beneficial manner. Hey provides a skill artisan with the knowledge of how to 
remove ammonium salts that are formed as by-products. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samuel A. Baits whose telephone number is 571-272-2870. The 
examiner can normally be reached on 6:30-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyler can be reached on 571-272-0871 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 1 0/5 1 9,530 Page 5 

Art Unit: 1621 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Samuel A Barts/ 
Primary Examiner 
Art Unit 1621 
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